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DETAILED ACTION 
Claim Rejections - 35 USC §101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

The USPTO "Interim Guidelines for Examination of Patent Applications for Patent Subject 
Matter Eligibility" (Official Gazette notice of 22 November 2005), Annex IV, reads as 
follows: 

Nonfunctional descriptive material that does not constitute a statutory process, machine, manufacture or 
composition of matter and should be rejected under 35 U.S.C. Sec. 101. Certain types of descriptive material, 
such as music, literature, art, photographs and mere arrangements or compilations of facts or data, without any 
functional interrelationship is not a process, machine, manufacture or composition of matter. USPTO personnel 
should be prudent in applying the foregoing guidance. Nonfunctional descriptive material may be claimed in 
combination with other functional descriptive multi-media material on a computer-readable medium to provide 
the necessary functional and structural interrelationship to satisfy the requirements of 35 U.S.C. Sec. 101. The 
presence of the claimed nonfunctional descriptive material is not necessarily determinative of nonstatutory 
subject matter. For example, a computer that recognizes a particular grouping of musical notes read from 
memory and upon recognizing that particular sequence, causes another defined series of notes to be played, 
defines a functional interrelationship among that data and the computing processes performed when utilizing that 
data, and as such is statutory because it implements a statutory process. 

2. Claims 25-27 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter as follows. Claims 25-27 recite an "image," which does not 
impart functionality to a computer or computing device, and is thus considered nonfunctional 
descriptive material. Such nonfunctional descriptive material, in the absence of a functional 
interrelationship with a computer, does not constitute a statutory process, machine, manufacture 
or composition of matter and is thus non-statutory per se. 



Claim Rejections - 35 USC §112 
3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claim 13 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

5. Claim 13 recites the limitation "the textual indicia to remain decipherable." There is 
insufficient antecedent basis for this limitation in the claim. [For examination purposes, claim 13 
is presumed to depend from claim 12, which provides the requisite antecedent basis.] 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

7. Claims 1-4, 6, 7, 10, 14, 19, 20, 22, 23, 25, and 26 are rejected under 35 U.S.C. 102(e) as 
being anticipated by U.S. Patent 6,735,347 by Bates et al. ("Bates"). 

Regarding claims 1,19, and 22, Bates discloses a computer-implemented 
method/system/program for processing digital images comprising: 

analyzing image data to identify undesired indicia to be obfuscated in an image 
reconstructed from the image data (column 6/31-32: image is analyzed via optical character 
recognition in order to identify text to be removed); 
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identifying one or more region in which the undesired indicia appear in the image 
(column 6/32-34: the region containing the undesired text is identified); and 

replacing image data for the one or more regions with replacement data to render the 
undesired indicia undecipherable in an image reconstructed from the image data (column 6/34- 
40: the identified text is removed and replaced by replacement data — see, e.g., figures 5 and 7). 

Regarding claim 2, Bates discloses the identifying indicia include text defined by pixels 
of the image reconstructed from the image data (see figure 5). 

Regarding claim 3, Bates discloses the indicia are identified by optical character 
recognition (column 6/31-32). 

Regarding claim 4, Bates discloses the replacement data masks the one or more region 
with a substantially uniform pixel intensity (see figure 7). 

Regarding claim 6, Bates discloses allowing desired indicia to remain decipherable in the 
image reconstructed from the image data (see figure 6: user can "paste" the image, thereby 
retaining the text in the reconstructed image, as opposed to the "paste w/out text" operation, 
which removes the text). 

Regarding claims 7, Bates discloses the desired indicia include indicia providing a 
general description of the image subject matter or a date (see figure 5: the text, "star," provides a 
general description of the subject matter of the image). 
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Regarding claim 25, Bates discloses an image generated by the method of claim 1 (see 
figure 7). 

Regarding claim 10, 20, and 23, Bates discloses a computer-implemented 
method/system/program for processing digital images comprising: 

analyzing image data via optical character recognition to identify textual indicia apparent 
in an image reconstructed from the image data (column 6/31-32: image is analyzed via optical 
character recognition in order to identify text to be removed); 

identifying one or more region in which the indicia appear in the image (column 6/32-34: 
the region containing the undesired text is identified); and 

replacing image data for the one or more regions with replacement data to render the 
indicia undecipherable in an image reconstructed from the image data (column 6/34-40: the 
identified text is removed and replaced by replacement data — see, e.g., figures 5 and 7). 

Regarding claim 14, Bates discloses the replacement data masks the one or more region 
with a substantially uniform pixel intensity (see figure 7). 

Regarding claim 26, Bates discloses an image generated by the method of claim 10 (see 
figure 7). 

Claim Rejections - 35 USC § 103 
8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art- are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
6,735,347 by Bates et al. ("Bates"). 

Regarding claim 9, Bates does not appear to expressly disclose that the image data 
encodes a grey scale image, i.e., that Bates' images are encoded in a grey scale format. However, 
at the time the invention was made, it was notoriously well-known for images to be encoded, or 
represented, in a grey scale format, and such a limitation would have been obvious to those 
skilled in the art of image processing. Official notice taken. 

10. Claims 5, 8, 1 1, 15, 18, 21, 24, and 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent 6,735,347 by Bates et al. ("Bates") in view of U.S. Patent 
6,823,203 by Jordan. 

Regarding claim 5, Bates does not appear to disclose identifying indicia to remain 
decipherable in the image reconstructed from the image data, and wherein the step of replacing 
the image data only replaces data for the one or more regions and not for regions in which the 
indicia to remain decipherable appear. 

Jordan discloses a system for removing sensitive data from diagnostic images. In 
particular, Jordan teaches that in certain circumstances, it is desirable to remove private data, 
such as a patient's identity, from medical images to be used for training or public presentation 
(column 8/43-49). Jordan provides means for identifying the patient's data, in the form of text, 
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within a medical image and removing such text from the image (see column 8/50-54 and figures 
6A-6D). 

Figure 6B shows a medical image with a patient's data 522 present. Figure 6C shows a 
modification of the medical image where the patient's data has been completely removed. 
However, figure 6D shows an alternative image that removes only a portion of the patient's 
information, such as the patient's name and insurance number. The user is allowed to identify 
patient indicia to remain in the image and replace data only for the other regions in which the 
indicia to be removed appear. See column 8, line 61 et seq. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify Bates by Jordan so that Bates' method selectively removes some portions of patient 
identification data from medical diagnostic images while retaining other portions, as claimed, 
since Bates teaches removing textual data from images, in general, and Jordan teaches the 
desirability of selectively identifying and removing portions of text specifically from medical 
images in order to protect the privacy of the corresponding patients. 

Regarding claims 8 and 11, Bates does not expressly disclose that the image data 
represents a medical diagnostic image, and wherein the undesired indicia include patient 
identifying indicia. 

Bates' method appears to be applicable to any image containing text, however, Bates does 
not expressly disclose that the image is a "medical diagnostic image" and that the text to be 
removes constitutes "indicia of a patient's identity," as claimed. 
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Jordan discloses a system for removing sensitive data from diagnostic images. In 
particular, Jordan teaches that in certain circumstances, it is desirable to remove private data, 
such as a patient's identity, from medical images to be used for training or public presentation 
(column 8/43-49). Jordan provides means for identifying the patient's data, in the form of text, 
within a medical image and removing such text from the image (see column 8/50-54 and figures 
6A-6D). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify Bates by Jordan so that Bates' method removes patient identification data from 
medical diagnostic images, as claimed, since Bates teaches removing textual data from images, 
in general, and Jordan teaches the desirability of removing text specifically from medical images 
in order to protect the privacy of the corresponding patients. 

Regarding claims 15, 21, and 24, Bates discloses a computer-implemented 
method/system/program for processing digital images comprising: 

analyzing image data via optical character recognition to identify textual indicia apparent 
in an image reconstructed from the image data (column 6/31-32: image is analyzed via optical 
character recognition in order to identify text to be removed); 

identifying one or more region in which the indicia appear in the image (column 6/32-34: 
the region containing the undesired text is identified); and 

replacing image data for the one or more regions with replacement data to render the 
indicia undecipherable in an image reconstructed from the image data (column 6/34-40: the 
identified text is removed and replaced by replacement data — see, e.g., figures 5 and 7). 
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Bates' method appears to be applicable to any image containing text, however, Bates does 
not expressly disclose that the image is a "medical diagnostic image" and that the text to be 
removes constitutes "indicia of a patient's identity," as claimed. 

Jordan discloses a system for removing sensitive data from diagnostic images. In 
particular, Jordan teaches that in certain circumstances, it is desirable to remove private data, 
such as a patient's identity, from medical images to be used for training or public presentation 
(column 8/43-49). Jordan provides means for identifying the patient's data, in the form of text, 
within a medical image and removing such text from the image (see column 8/50-54 and figures 
6A-6D). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify Bates by Jordan so that Bates' method removes patient identification data from 
medical diagnostic images, as claimed, since Bates teaches removing textual data from images, 
in general, and Jordan teaches the desirability of removing text specifically from medical images 
in order to protect the privacy of the corresponding patients. 

Regarding claim 1 8, Bates discloses the replacement data masks the one or more region 
with a substantially uniform pixel intensity (see figure 7). 

Regarding claim 27, the combination of Bates and Jordan teaches producing an image 
generated by the method of claim 15 (see, e.g., figure 6C of Jordan). 
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Allowable Subject Matter 
1 1 . Claims 12, 13, 16, and 17 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Regarding claims 12 and 16, neither Bates nor Jordan, alone or in combination, teach or 
suggest comparing the text identified via OCR to a list of textual indicia to remain in the image, 
as claimed. Jordan allows a user to select which textual indicia is to remain in the image via 
menus, check buttons, and the like (column 8/6 1+), however there is no comparison of text 
identified via OCR to a list of text to remain, as claimed. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Colin M. LaRose whose telephone number is (571) 272-7423. If 
attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Bhavesh Mehta, can be reached on (571) 272-7453. The fax phone number for the organization 
where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
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like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. Any inquiry 
of a general nature or relating to the status of this application or proceeding can also be directed 
to the TC 2600 Customer Service Office whose telephone number is (571) 272-2600. 



Colin M. LaRose 
Group Art Unit 2624 
19 June 2007 



